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re application of 

Byron V. Bell, et al. 

Serial No.: 10/619,975 
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FOR AN INKJET PRINTHEAD 
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Group Art Unit: 2853 
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PETITION UNDER 37 C.F.R. 1.181(a^ TO WITHDRAW HOLDING OF 
ABANDONMENT BASED ON FAILURE TO RECEIVE OFFICE ACTION 

Director of the U.S. Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Responsive to the Notice of Abandonment mailed July 12, 2005, and in view 
of the following, Applicant respectfully petitions for withdrawal of the holding of 
abandonment of the above-identified application in accordance with 37 C.F.R. 
1.181(a) and MPEP §71 1.03(c). Since Applicant is filing this petition within two 
months of the mailing date of the Notice of Abandonment, this petition is timely 
under 37 C.F.R. 1.181(f). 

As background, on July 7, 2004, Applicant responded to the first, non- final 
Office Action mailed April 16, 2004. As this response addressed all outstanding 
issues, Applicant anticipated the issuance of a Notice of Allowance of pending claims 
1-25. However, the next correspondence that Applicant received was not the 
Allowance but the Notice of Abandonment mailed July 12, 2005. As grounds for the 
abandonment, the Examiner references a failure to timely reply to an Office letter 
mailed September 15, 2004. To this end, Applicant submits that it never received the 
Office letter mailed September 15, 2004, and a search of Applicant's file jacket and 
docket records reveals the same. 
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For example, and in accordance with MPEP §71 1.03(c), Applicant submits 
attached Exhibit A showing a copy of the docket record where the nonreceived Office 
communication would have been entered had it been received and docketed. As 
evidenced, Exhibit A shows recordation and docketing of all USPTO correspondence 
in this application except the September 15, 2004 letter. Additionally, Applicant 
submits attached Exhibit B, a print-out from the USPTO's Patent Application 
Information Retrieval (PAIR) system showing the index for the image file wrapper 
of the present application. Yet, this index fails to cite any correspondence for 
September 15, 2004. Accordingly, Applicant respectfully submits that the alleged 
correspondence was never made part of the file wrapper and possibly never mailed. 

In view of the foregoing, Applicant respectfully requests revival of the above- 
identified application and the reissuance of the September 1 5, 2004 correspondence. 
See Delgar v. Schulyer, 172 USPQ 513 (D.D.C. 1971) (finding allegation with 
evidence that Office correspondence was not received sufficient grounds for granting 
petition to withdraw holding of abandonment). 

As this is a petition under 37 C.F.R. 1 .181(a), Applicant believes no fees are 
due, however, it authorizes the deduction of any necessary fees from Deposit Account 
12-1213. 



Respectfully submitted, 



LEXMARK INTERNATIONAL, INC. 




Scott N. Barker 
Registration No. 42,292 



IP Law Department 865A 
740 W. New Circle Rd. 
Lexington, Kentucky 40550 
USA 

(859) 232-3668 



CERTIFICATE OF MAILING 
I hereby certify that this correspondence is being deposited with the United States Postal Service as 
first class mail in an envelope addressed to: Director of the U>S. Patent and Trademark Office, P.O. Box 1450, 
Alexandria, VA 22313-1450, on 14(05 by k^QUjJl k jl fat A • 
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Exhibit B 



Printer Friendly 
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This application is officially maintained in electronic form. To View: Click the desired Document 
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not be regarded as pending after twelve months from its filing date 
under any circumstances. 

37 CFR J.J8J. Petition to the Director 
(a) Petition may be taken to the Directors 

(1) From any action or requirement of any examiner in 
the ex parte prosecution of an application, or in ex parte or inter 
partes prosecution of a reexamination proceeding which is not 
subject to appeal to the Board of Patent Appeals and Interferences 
or to the court: 

**•> 

(2) In cases in which a statute or the rules specify that the 
matter is to be determined directly by or reviewed by the Director: 
and 

(3) To invoke the supervisory authority of the Director in 
appropriate circumstances. For petitions in interferences, see 
§ I.644.< 

***** 

(0 The mere filing of a petition will not stay any period for 
reply that may be running against the application, nor act as a stay 
of other proceedings. Any petition under this part not filed within 
two months of the mailing date of the action or notice from which 
relief is requested may be dismissed as untimely, except as other- 
wise provided. This two-month period is not extendable. 
***** 

I. PETITION TO WITHDRAW HOLDING 
OF ABANDONMENT 

A petition to revive an abandoned application (dis- 
cussed below) should not be confused with a petition 
from an examiner's holding of abandonment. Where 
an applicant contends that the application is not in fact 
abandoned (e.g., there is disagreement as to the suffi- 
ciency of the reply, or as to controlling dates), a peti- 
tion under 37 CFR 1.181(a) requesting withdrawal of 
the holding of abandonment is the appropriate course 
of action, -alfd"su(gh»petjtiQngdQ,es«n@t»r;equ ire«a»fee. 
Where there is no dispute as to whether an application 
is abandoned (e.g.. the applicant's contentions merely 
involve the cause of abandonment), a petition under 
37 CFR 1.137 (accompanied by the appropriate peti- 
tion fee) is necessary to revive the abandoned applica- 
tion. 

**>Two additional procedures are available for 
reviving an application that has become abandoned 
due to a failure to reply to an Office Action: ( 1 ) a peti- 
tion under 37 CFR 1.137(a) based on unavoidable 
delay: and (2) a petition under 37 CFR 1 . 1 37(b) based 
on unintentional delay. 



A, Petition To Withdraw Holding of Abandon- 
meat Based on Failure To Receive Office Ac- 
tion< 

In Delgar.v. Schulyer, 172 USPQ 513 (D.D.C. 
1971), the court decided 'that the Office should mail a 
new Notice of Allowance in;yiew^of the,eyidence pre- 
^ntedsih^upportcoKhe eonten 
representatives di# not- receive 
Allowance.. ^ amaUega* 
tjon4hat. : anc@ffiG 

con^dered^ima^petuiomtOi withdraw^the holding of 
abandpnmem^f adequately supported, the Office 
may grant the petition to withdraw the holding of 
abandonment and remail the Office action. That is. 
the reasoning of Del gar is applicable regardless of 
whether an application is held abandoned for failure 
to timely pay the issue fee (35 U.S.C. 15 1 ) or for fail- 
ure to prosecute (35 U.S.C. 133). 

To minimize costs and burdens to practitioners and 
the Office, the Office has modified the showing 
required to establish nonreceipt of an Office action. 
The^shoAving-re^ of s >.an 
Office Wmrhunic 
t!ie pifa^ctif iqnfe 
was*not*re^eived a ^ 

r^fd^indjcirt^ 

n#.receiyed^A copy of the docket record where the 
nonreceived Office communication would have been 
entered had it been received and docketed must be^ 
attached to and referenced in practitioner's statement. 
For example, if a three month period for reply was set 
in the nonreceived Office action, a copy of the docket 
report showing all replies docketed for a date three 
months from the mail date of the nonreceived Office 
action must be submitted as documentary proof of 
nonreceipt of the Office action. ** 

'The:show>mggoutlinedTabove. mayinot be: sufficient- 
if^there^are^circumstancesuha 
that?the;;QfTice acfiOT^^ 
rjul^u^ 
jnjthgma^ 

receiving - ^ - 

Evidence of nonreceipt of an Office communica- 
tion or action (e.g.. Notice of Abandonment or an 
advisory action) other than that action to which reply 
was required to avoid abandonment would not war- 
rant withdrawal of the holding of abandonment. 
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Abandonment takes place by operation of law for fail- 
ure to reply to an Office action or timely pay the issue 
fee ? not by operation of the mailing of a Notice of 
Abandonment. See Lorenz v. Finkl, 333 F.2d 885, 
889-90, 142 USPQ 26, 29-30 (CCPA 1964); Krahn v. 
Commissioner, 15 USPQ2d 1823, 1824 (E.D. Va 
1990); In re Application of Fischer, 6 USPQ2d 1573, 
1574 (Comm'rPat. 1988). 

**> 

B. Petition To Withdraw Holding of Abandon- 
ment Based on Evidence That a Reply Was 
Timely Mailed or Filed 

37 CFR 1.10(c) through 1.10(e) set forth proce- 
dures for petitioning the Director of the USPTO to 
accord a filing date to correspondence as of the date 
of deposit of the correspondence as "Express Mail." A 
petition to withdraw the holding of abandonment rely- 
ing upon a timely reply placed in "Express Mail" 
must include an appropriate petition under 37 CFR 
1 .10(c). (d). or (e) (see MPEP § 5 1 3). When a paper is 
shown to have been mailed to the Office using the 
"Express Mail" procedures, the paper must be entered 
in PALM with the "Express Mail" date. 

Similarly, applicants may establish that a reply was 
filed with a postcard receipt that properly identifies 
the reply and provides prima facie evidence that the 
reply was timely filed. See MPEP § 503. For example, 
if the application has been held abandoned for failure 
to file a reply to a first Office action, and applicant has 
a postcard receipt showing that an amendment was 
timely filed in response to the Office action, then the 
holding of abandonment should be withdrawn upon 
the filing of a petition to withdraw the holding of 
abandonment. When the reply is shown to have been 
timely filed based on a postcard receipt, the reply 
must be entered into PALM using the date of receipt 
of the reply as shown on the post card receipt. 

Where a certificate of mailing under 37 CFR 1.8, 
but not a postcard receipt, is relied upon in a petition 
to withdraw the holding of abandonment, see 37 CFR 
1.8(b) and MPEP § 512. As stated in 37 CFR 
1.8(b)(3) the statement that attests to the previous 
timely mailing or transmission of the correspondence 
must be on a personal knowledge basis, or to the satis- 
faction of the Director of the USPTO. If the statement 
attesting to the previous timely mailing is not made by 
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the person who signed the Certificate of Mailing (i.e.. 
there is no personal knowledge basis), then the state- 
ment attesting to the previous timely mailing should 
include evidence that supports the conclusion that the 
correspondence was actually mailed (e.g., copies of a 
mailing log establishing that correspondence was. 
mailed for that application). When the correspon- 
dence is shown to have been timely filed based on a 
certificate of mailing, the correspondence is entered 
into PALM with the actual date of receipt (i.e.. the 
date that the duplicate copy of the papers was filed 
with the statement under 37 CFR 1 .8). 

C. Treatment of Untimely Petition To Withdraw 
Holding of Abandonment 

37 CFR 1.181(f) provides that, inter alia, except as 
otherwise provided, any petition not filed within 2 
months from the action complained of may be dis- 
missed as untimely. Therefore, any petition (under 37 
CFR 1.181) to withdraw the holding of abandonment 
not filed within 2 months of the mail date of a notice 
of abandonment (the action complained of) may be 
dismissed as untimely. 37 CFR 1.181(f). 

Rather than dismiss an untimely petition to with- 
draw the holding of abandonment under 37 CFR 
1.181(f), the Office may require a terminal disclaimer 
as a condition of granting an untimely petition to 
withdraw the holding of abandonment. 

1. Design Applications, Utility Applications 
Filed Before June 8, 1995, and Plant Appli- 
cations Filed Before June 8, 1995 

(a) Applicant Receives Notice of Abandonment 

In any design application, any utility application 
filed before June 8, 1995, or any plant application 
filed before June 8. 1995. if applicant receives a 
notice of abandonment, any petition to withdraw the 
holding of abandonment that is not filed within two 
months of the mail date of the notice of abandonment 
will not (absent extraordinary circumstances) be 
treated on its merits unless accompanied by a termi- 
nal disclaimer under 37 CFR 1.321(a). and the 
required fee set forth in 37 CFR 1 .20(d). The period to 
be disclaimed is the terminal part of the term of any 
patent granted on the application, or of any patent 
granted on any utility or plant application that claims 
the benefit of the filing date of the application under 
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